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DETAILED ACTION 
Note: The earliest date of support for the disclosed "mesh" or 
"epithelialized mesh" is found in parent file application serial no. 09/093835, 
now U. S. Patent No. 6,705,323, which claims priority to 60/059861 filed 
September 24, 1997. Thus, the earliest possible filing date for any claim 
reciting a "mesh member" or "epithelialized mesh" for U.S. Patent No. 6,705, 
323 is September 24, 1997. 

The request for interference filed October 15, 2007 is acknowledged. 
However, examination of this application has not been completed as required 
by 37 CFR 41.102(a). Consideration of a potential interference is premature. 
See MPEP § 2303. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 12-14 and 35-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Phelps '259. 

As for claims 12 and 35 Phelps discloses in figure 5 a vasoocclusion coil 
that anticipates a contraceptive or sterilization device for occluding a lumen 
(capable of being a reproductive lumen) and (capable of preventing the passage 
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of reproduction cells therethrough), comprising a tubular member 136, having 
a first end 138, a second end 140, a lumen (the longitudinal opening inside of 
136), extending therein, which is at least in part expandable (from a linear 
fashion when introduced into a catheter to a pre-selected shape, col. 3, lines 
25-31, once removed from the catheter, the tubular member is made of a shape 
memory material (Nitinol), which allows it to expand from a smaller 
configuration to a larger configuration), within the reproductive body lumen, a 
mesh 130, connected to the tubular member (col. 2, lines 62-64), which is 
permeable (having opening inside of the mesh), for allowing tissue ingrowth 
(col. 1, lines 49-52). 

As for claims 13 and 36, Phelps discloses in figure 5 a vasoocclusion coil 
that anticipates a contraceptive device installed within a lumen (that is capable 
of being a lumen in a patient's reproduction system), comprising a tubular 
member 136, having a first end 138, a second end 140, a lumen (the 
longitudinal opening inside of 136, fig. 5), extending therein, having a portion 
thereof which is secured to a body wall (the lumen of the tubular member is 
secured to the body wall portion in order to occlude the lumen within the body 
once the tubular member assumes its pre-selected shape), an occluding 
member 130, connected to the tubular member (col. 2, lines 62-64), comprising 
an epithelialized mesh (the mesh 130 is an epithelialized mesh because it 
permits tissue ingrowth into the tubular member), which occludes the lumen 
(col. 4, lines 6-11), of the patient's (capable of being a reproduction system) 
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sufficiently to prevent the passage of (capable of being reproductive cells), 
reproductive cells. 

As for claim 14, Phelps discloses in figures 1-4 a vasoocclusion coil that 
anticipates a contraceptive system, comprising a catheter 100, having a 
proximal end (the end opposite 104), a distal end 104, a lumen (the opening 
that 108 extends into), extending at least in part therein, a contraceptive device 
136, device releasably connected to the catheter (in order to insert the tubular 
member and remove the catheter, the tubular member has to be releasably 
connected thereto), having a tubular member (the tubular member is 136), that 
has a first end 138 and a second end 140, a lumen (the opening extending 
along the longitudinal axis of 136), extending therein, which is at least in part 
expandable (from a linear fashion when introduced in a catheter to a pre- 
selected shape, col. 3, lines 25-31, the tubular member is made of a shape 
memory material which allows it to expand from a smaller configuration to a 
larger configuration) within a lumen (which is capable of being a reproductive 
body lumen), a mesh 130, connected to the tubular member (col. 2, lines 60- 
65), which is permeable to allow tissue ingrowth (col. 1, lines 50-53), to 
thereby occlude the lumen (col. 4, lines 6-11). 

As for claim 15, Phelps discloses a method of contraceptive (being 
capable of occluding a lumen) comprising the steps of inserting within a 
desired lumen a contraceptive device comprising a tubular member 136, and a 
mesh 130, connected thereto, expanding the tubular member (from a smaller 
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linear configuration to a larger pre-selected configuration), within the body 
lumen, securing the expanded tubular member to a wall portion defining at 
least in part the body lumen (col. 4, lines 6-11) and epithelizlizing the mesh 
(allowing tissue ingrowth col. 1, lines 50-53), to occlude the body lumen, col. 4, 
lines 6-11). 

As for claim 16, Phelps discloses the method step of expanding the 
tubular member comprising the step of releasing a radially compressive force 
(the force is applied to the tubular member to compress it into a linear shape 
inside the catheter), afterwards the tubular member is released from the 
catheter and allow to expand to a pre-selected shape. 

As for claim 17, Phelps discloses the method wherein the contraceptive 
device is disposed within the lumen of a delivery catheter (fig. 1), the step of 
releasing the radially compressive force comprises longitudinally displacing the 
tubular member out of the distal end of the delivery catheter (fig. 1). 

As for claim 18, Phelps discloses the expandable tubular member 136 is 
disposed within the body lumen for a sufficient time for it to be epithelialized 
within the body lumen and thereby secured to the wall portion (col. 4, lines 6- 
11). 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

Claim 19 is rejected under 35 U.S. C. 102(a) as being anticipated by 
Phelps. 

As for claim 19, Phelps discloses a vasocclusion coil that anticipates a 
contraceptive or sterilization device for occluding (capable of occluding a lumen 
which can be a fallopian tube) to inhibit conception comprising a tubular 
structure 136, having a first end 138, a second end 140, a lumen (the 
longitudinal opening extending through 136), extending therein, the tubular 
structure is capable of expanding in the fallopian tube (to its pre-selected 
shape), from a first configuration (linear inside of the delivery catheter) to a 
second larger configuration (a pre-selected shape once it is removed from the 
catheter) and a tissue ingrowth element 130, connected to the tubular 
structure, the tissue ingrowth element is capable of inciting tissue ingrowth 
(col. 1, lines 50-53), to occlude the fallopian tube. 

Response to Arguments 

Applicant's arguments with respect to claims 12-19 and 35-36 have been 
considered but are moot in view of the new ground(s) of rejection. Note: Based 
on the disclosure of U. S. Patent No. 6,705,323, epithelialized mesh was 
interpreted as a mesh that permits tissue ingrowth. Clearly, Phelps discloses 
an epithelialized mesh because it permits tissue ingrowth (col. 1, lines 50-53). 

Conclusion 
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The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. Phelps '822 discloses a coil. 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to MICHAEL BROWN whose telephone 
number is (571)272-4972. The examiner can normally be reached on 5:30 am- 
4:00 pm Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Patricia Bianco can be reached on 571-272-4940. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http:/ / pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-2 1 7- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael Brown/ 
Primary Examiner, Art Unit 3772 
/Frederick R Schmidt/ 
Director, Technology Center 



